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Application No. 

09/975,903 


Applicant(s) 

MURRAY ETAL 


Examiner 

Stephen M. Brinich 


Art Unit 

2625 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)K This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 f 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 1-10.12-15.23-26.28-33 and 35-37 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) E3 Claim(s) 1-10.12-15.23-26.28-31 and 35-37 is/are allowed. 

6) ^ Claim(s) 32 and 33 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of DraftspersorTs Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) CJ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 
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DETAILED ACTION 
Claim Rejections - 35 USC §101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 32-33 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
Claims 32-33 drawn to non- functional descriptive material. MPEP 
2106.01 states: 

II. NONFUNCTIONAL DESCRIPTIVE MATERIAL 

Nonfunctional descriptive material that does not 
constitute a statutory process, machine, manufacture, or 
composition of matter and should be rejected under 35 
U.S.C. 101. Certain types of descriptive material, such as 
music, literature, art, photographs, and mere arrangements 
or compilations of facts or data, without any functional 
interrelationship is not a process, machine, manufacture, 
or composition of matter. USPTO personnel should be prudent 
in applying the foregoing guidance. Nonfunctional 
descriptive material may be claimed in combination with 
other functional descriptive multi -media material on a 
computer-readable medium to provide the necessary 
functional and structural interrelationship to satisfy the 
requirements of 35 U.S.C. 101. The presence of the claimed 
nonfunctional descriptive material is not necessarily 
determinative of nonstatutory subject matter. For example, 
a computer that recognizes a particular grouping or 
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sequence of musical notes read from memory and thereafter 
causes another defined series of notes to be played, 
requires a functional interrelationship among that data and 
the computing processes performed when utilizing that data. 
As such, a claim to that computer is statutory subject 
matter because it implements a statutory process. 

Claims 32-33 recite an image print. There is no functional 
relationship imparted by this data to a computing device. 
Therefore, the claim is drawn to non- functional descriptive 
material which is non-statutory per se. The fact that the claim 
recites a computer readable medium does not provide the utility 
(i.e., practical application in the technological arts) required 
under 35 U.S.C. 101 for the manufacture. 

Response to Arguments 

3. Applicant's arguments in the Response filed 1/16/07 (page 
8, lines 9-16) with respect to the rejection of claims 30-33 
under 35 USC §112 have been fully considered and are persuasive. 
The rejection of claims 30-33 under 35 USC §112 has been 
withdrawn. 

4. Applicant's arguments in the Response filed 6/22/07 (page 
2, line 15 - page 3, line 10) with respect to the rejection of 
claims 32-33 under 35 USC §101 have been fully considered but 
they are not persuasive. 
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Applicant argues (6/22/07 Response: page 2, line 15 - page 
3, line 10, particularly page 3, lines 1-10) that the claims are 
directed to a comparison print, which is a physical object of 
manufacture . 

However, as noted above, "...types of descriptive material, 
such as music, literature, art, photographs, and mere 
arrangements or compilations of facts or data, without any 
functional interrelationship is not a process, machine, 
manufacture, or composition of matter." [emphasis added] 

Claims 32-33 are directed to a "print 7 ' (which is 
essentially the same as a "photograph" for this purpose, being 
an image rendered onto a display medium) . 

Allowable Subject Matter 

5. Claims 1-10, 12-15, 23-26, 28-31, & 35-37 are allowed. 

6. The following is a statement of reasons for the indication 
of allowable subject matter: 

As noted previously, Applicant's arguments in the Response 
filed 8/7/06 (page 8, line 7 - page 9, line 6) have been fully 
considered and are persuasive. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
8. Any inquiry concerning the contents of this communication 
or earlier communications from the examiner should be directed 
to Stephen M. Brinich at 571-272-7430. 

Any inquiry relating to the status of this application or 
proceeding or any inquiry of a general nature concerning 
application processing should be directed to the Tech Center 
2600 Customer Service center at 571-272-2600 or to the USPTO 
Contact Center at 800-786-9199 or 571-272-1000. 

The examiner can normally be reached on weekdays 8:00-5:30, 
alternate Fridays off. 

The examiner's unit designation has been changed from "Art 
Unit 2624" to "Technology Division 2625" (as of March 20, 2006) . 
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Art Unit: 2625 

If attempts to contact the examiner and the Customer 
Service Center are unsuccessful, supervisor David Moore can be 
contacted at 571-272-7437. 

Faxes pertaining to this application should be directed to 
the Tech Center 2600 official fax number, which is 571-273-8300 
(as of July 15, 2005) . 

Hand- carried correspondence may be delivered to the 
Customer Service Window, located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 22314. 



Stephen M Brinich 
Examiner 

Technology Division 2625 





August 28, 2007 
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